Application No. 10/685,694 



REMARKS 

In accordance with the foregoing, new claims 10-20 have been added. Claims 1-20 are 
pending, with claims 1 and 10 being independent. No new matter is presented in this 
Amendment. 

Applicants' Statement of Substance of Interviews 

Interview Summary Mailed on April 12, 2007 

The Interview Summary mailed on April 12, 2007, for a telephone interview conducted on 
April 2, 2007, between the undersigned attorney and SPE Donald Sparks, the supervisor of 
Primary Examiner Christopher B. Shin, is acknowledged. The Interview Summary of April 12, 
2007, requires the applicants to provide a statement of the substance of the interview pursuant 
to MPEP 713.04. The applicants' statement is as follows. 

The Interview Summary of April 12, 2007, actually refers to two telephone interviews 
between the attorney and SPE Sparks. The Interview Summary of April 12, 2007, contains an 
extremely detailed and accurate statement of the substance of the interview, and this statement 
is incorporated herein by reference in its entirety as the applicants' statement of the substance of 
the interviews required by MPEP 713.04. 

Furthermore, it is noted that there were two additional interviews between the attorney 
and SPE Sparks. The attorney first brought the inadequacies of the Final Office Action of 
December 4, 2006, and the Advisory Action of March 8, 2007, described in the Interview 
Summary of April 12, 2007, to the attention of SPE Sparks in a telephone interview on March 16, 
2007. On April 5, 2007, SPE Sparks initiated a telephone interview in he asked the attorney 
whether Examiner Shin had called to inform the attorney that a new Office Action would be 
issued. 

Interview Summary Mailed on July 30, 2007 

The Interview Summary mailed on July 30, 2007, for a telephone interview conducted 
between the undersigned attorney and Primary Examiner Christopher B. Shin is acknowledged. 
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The Interview Summary of July 30, 2007, requires the applicants to provide a statement of the 
substance of the interview pursuant to MPEP 713.04. The applicants' statement is as follows. 

The Interview Summary indicates that the interview was conducted on May 30 , 2007. 
However, the interview was actually conducted on June 5 , 2007. On May 30, 2007, the attorney 
left a voice mail message informing Examiner Shin that the attorney had some questions about 
the Office Action of May 17, 2007. On June 5, 2007, the Examiner called the attorney and the 
telephone interview was conducted. 

During the interview, the attorney pointed out that, in his opinion, the Examiner's 
explanations of the provisional obviousness-type double patenting rejections in the Office Action 
of May 17, 2007, do not adequately explain why claims 1-9 of the present application are 
obvious over the various claims of the patent application publications relied on by the Examiner. 

The Examiner replied that he had put a lot of work into writing the new explanations of 
the provisional obviousness-type double patenting rejections in the Office Action of May 17, 
2007, and that, in his opinion, the explanations are adequate. Furthermore, the Examiner said 
that, in his opinion, the applicants should file a terminal disclaimer to overcome these rejections. 
The Examiner said that he is not going to withdraw these rejections unless the applicants file 
such a terminal disclaimer. 

The attorney explained that it would be premature for the applicants to amend the claims 
of the present application or file a terminal disclaimer in response to the provisional 
obviousness-type double patenting rejections because it is impossible to know what will actually 
be recited in the claims of the six U.S. patent application publications relied on by the Examiner 
after the claims have actually been patented . 

Furthermore, the attorney explained that it would be inadvisable from the applicants' 
point of view to file an unwarranted terminal disclaimer merely to overcome the provisional 
obviousness-type double patenting rejections because this would make the present application 
ineligible for a patent term extension under 35 USC 154(b). 

With respect to the rejection of claims 1-9 under 35 USC 102(e) as anticipated by or, in 
the alternative, under USC 103(a) as obvious over Lamkin '729, the attorney pointed that the 
Examiner is still improperly relying on copied claims 25-33 of Lamkin 729 having a filing date of 
July 1 2, 2005, which is after the filing date of October 1 6, 2003, of the present application. The 
attorney explained that the Examiner is required to point out where the specification and 
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drawings of Lamkin 729 disclose or suggest the features of claims 1-9 of the present 
application. The attorney pointed out that the Request for Reconsideration After Final Rejection 
of February 28, 2007, contains arguments pointing out that there is no support for copied claims 
25-33 of Lamkin 729 in the specification and drawings of Lamkin 729, and that the portions of 
the specification and drawings of Lamkin 729 relied on by the Examiner do not disclose or 
suggest various features of claims 1-9 of the present application, but that the Examiner did not 
respond to these arguments in the Office Action of May 17, 2007. 

The Examiner responded that Lamkin 729 was filed as a continuation, and thus on their 
face, copied claims 25-33 of Lamkin 729 are entitled to an earlier filing date than the present 
application. The Examiner said that the only way to overcome the rejection of claims 1-9 over 
Lamkin 729 is to show that there is no support for copied claims 25-33 in the specification and 
drawings of Lamkin 729. However, the Examiner said that, in his opinion, the Board of Patent 
Appeals and Interferences, rather than the Examiner, should make the determination as to 
whether there is support for copied claims 25-33 in the specification and drawings of 
Lamkin 729. 

The Interview Summary of July 30, 2007, contains the following Examiner's statement of 
substance of the interview: 

All of the Double Patenting rejections were discussed & 
that delaying responding to the Double Patenting rejection (the 
applicant have [sic] delayed since 10/21/05), will further cause 
delay in the prosecution, as repeatedly casued [sic] by the 
applicant. The applicant also indicated that the delaying 
responding to the Double Patenting is intentional. 

It appears from this statement that it is the Examiner's position that an applicant's only 
possible response to an obviousness-type double patenting rejection is to file a terminal 
disclaimer. However, it is submitted that the applicants are also entitled to traverse or appeal 
such a rejection, particularly when the Examiner has failed to establish a prima facie case of 
obviousness-type double patenting in the manner required by MPEP 804(II)(B)(1), which has 
repeatedly been the case in the present application. Furthermore, the applicants have in fact 
responded to the obviousness-type double patenting rejections by traversing them at least on 
these grounds. Thus, the applicants have not delayed responding to the obviousness-type 
double patenting rejections as indicated in the Interview Summary of July 30, 2007. 
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The Present Application Should Be Allowed to Issue as a Patent before Lamkin 729 

The Examiner may be of the opinion that he cannot allow the present application to issue 
as a patent before Lamkin 729 relied on by the Examiner in the rejection of claims 1-9 over the 
prior art because claims 1-9 of the present application are identical to copied claims 25-33 of 
Lamkin 729, and Lamkin 729 alleges an earlier effective filing date of at least August 21 , 2001 . 
However, it is submitted that this is not the case pursuant to MPEP 2302 on MPEP page 2300-7, 
which provides as follows in pertinent part: 

GENERAL PRACTICES 

Practice 1. Consult an Interference Practice Specialist 

In an effort to maximize uniformity, when an examiner first 
becomes aware that a potential interference exists or any other 
interference issue arises during prosecution of an application, the 
examiner should bring the matter to the attention of an IPS in the 
examiner's TC. 

The IPS in turn will consult with an APJ designated from 
time to time by the Chief Administrative Patent Judge. 

A plan of action will be developed on a case-by-case basis. 

Practice 2. Party not in condition for allowance. 

When: 

(A) a first application and a second application claim the 
same patentable invention; and 

(B) a first application is in condition for allowance; and 

(C) the second application is not in condition for allowance, 

then generally a notice of allowance should be entered in the first 
application and it should become a patent. 

Without suspending action in the first application and after 
consultation consistent with Practice 1 above, the examiner may 
wish to give the second applicant a very brief period of time within 
which to put the second application in condition for allowance, e.g., 
by canceling rejected claims thereby leaving only allowable claims 
which interfere with the claims of the first application. 

When examination of the second application is complete, 
an application versus patent interference may be appropriate. 

Here, it is submitted that the present application is now in condition for allowance for the 
reasons discussed below , while Lamkin 729 has not even been assigned to an Examiner . 
Accordingly, it is submitted that the appropriate course of action is for the Examiner of the 
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present application to allow the present application to issue as a patent and leave the question 
of whether an application versus patent interference may be appropriate until such time that the 
examination of Lamkin 729 is complete , which may be several years from now. Should the 
Examiner believe that this is not the appropriate course of action, it is respectfully requested that 
the Examiner explain why he believes that this is not the appropriate course of action and 
confirm that his position has been approved by an Interference Practice Specialist in his 
technology center . 

Claim Rejections Under 35 USC 102 or 103 

Claims 1-9 have been rejected under 35 USC 102(e) as anticipated by or, in the 
alternative, under USC 103(a) as obvious over Lamkin et al. (Lamkin 729) (U.S. Patent 
Application Publication No. 2005/0278729). This rejection is respectfully traversed. 

Claims 25-33 of Lamkin 729 are identical to claims 1-9 of the present application 
because Lamkin 729 copied claims 1-9 of the present application as claims 25-33 of Lamkin 
729 as indicated in the Notice of Copied Claims Under 37 C.F.R. § 1 .604(b) included in the 
application papers of Lamkin 729 filed on July 12, 2005. 

Also, claims 1-24 of Lamkin 729 are identical to claims 1-24 of Application No. 
10/686,521 because Lamkin 729 copied claims 1-24 of Application No. 10/686,521 as claims 1- 
24 of Lamkin 729 as indicated in the Notice of Copied Claims Under 37 C.F.R. § 1 .604(b) filed 
on July 12, 2005, in Lamkin 729. The inventors of the present application are also the inventors 
of Application No. 10/686,521. Application No. 10/686,521 was published as U.S. Patent 
Application Publication No. 2004/0139394 which was relied on by the Examiner in the second 
obviousness-type double patenting rejection discussed above. 

The actual U.S. filing date of Lamkin 729 is July 12, 2005, which is after the U.S. filing 
date of October 16, 2003, of the present application. Lamkin purports to be a continuation of 
Application No. 09/935,756 filed on August 21 , 2001 , which was published as U.S. Patent 
Application Publication No. 2002/0078144 to Lamkin et al. (Lamkin '144). However, it is 
submitted that copied claims 1-33 of Lamkin 729 appear to contain new matter with respect to 
parent Application No. 09/935 J56 of Lamkin 729 at least because the terms "buffer," "buffer 
manager," "preload," "preloading," "preloaded," "preloads," "fetch signal," and "[objJ.allDone API" 
recited in various ones of claims 1-9 of the present application appear only in various ones of 
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copied claims 1, 2, 4, 5, 8-12, 14-19, 20-23, and 25-33 of Lamkin 729 and do not appear 
elsewhere in Lamkin 729 or anywhere in Lamkin f 144 which is a publication of parent application 
No. 09/935,756 of Lamkin 729. In light of this, it is submitted that Lamkin 729 is actually a 
continuation-in-part of parent application No. 935,756 of Lamkin 729. 

In any event, it is submitted that the Examiner cannot rely on any matter in Lamkin 729 
(U.S. filing date July 12, 2005) that does not appear in Lamkin '144 (U.S. filing date August 21 , 
2001) which is a publication of parent application No. 09/935,756 of Lamkin 729 to reject any of 
the claims of the present application under 35 USC 102(e) or 103(a) because any such matter in 
Lamkin 729 has a U.S. filing date of July 12, 2005, which is after the U.S. filing date of October 
16, 2003, of the present application. In particular, the Examiner cannot rely on claims 1-33 of 
Lamkin 729 to reject any of the claims of the present applications under 35 USC 102(e) or 
103(a) because claims 1-33 of Lamkin 729 have a U.S. filing date of July 12, 2005, which is 
after the U.S. filing date of October 16, 2003, of the present application. 

In light of this, it is submitted that the appropriate course of action is for the Examiner to 
rely on the parent Lamkin '144 that has a U.S. filing date of August 21 , 2001 , to avoid the 
possibility of relying on any matter of the child Lamkin 729 that has a U.S. filing date of July 12, 
2005 . Accordingly, should the Examiner be inclined to continue to rely on the child Lamkin 729 
in the next Office Action, it is respectfully reguested that the Examiner rely on the parent Lamkin 
'144 instead . Should the Examiner decline to rely on the parent Lamkin '144 as requested, it is 
respectfully requested that the Examiner explain why he declines to do so. 

In the Office Action of May 15, 2007, the Examiner has provided a detailed rejection of 
only claim 1 of the present application, and has relied on FIGS. 6 and 7 of the child Lamkin 729 
and elements 206, 410, 426, 710, 726, 736, 740, and 742 of the child Lamkin 729 which are 
shown at least in FIGS. 2, 4, 6, and 7 of the child Lamkin 729, it being noted that "400" in FIG. 4 
of the child Lamkin 729 should be "410." These figures and elements also appear in the parent 
Lamkin '144 which, as discussed above, the applicants have requested the Examiner to rely on 
instead of the child Lamkin 729. 

It is submitted that the child Lamkin 729 does not disclose or suggest "a buffer which 
buffers the markup document" as recited in independent claim 1 . The Examiner apparently 
considers the memory 206 in FIG. 2 of Lamkin 729 to be "a buffer" as recited in claim 1 , and 
apparently considers the HTML/Javascript content 740 in FIG. 7 of Lamkin 729 to be a "markup 
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document" as recited in claim 1 . The memory 206 is referred to only in paragraphs [0039]-[0041] 
of Lamkin 729. The HTML/Javascript content 740 is referred to only in paragraphs [0092] and 
[0103]-[0105] of Lamkin 729 (although reference number 740 does not appear in paragraph 
[0105]). 

According to paragraph [0041], "[microprocessor (204) and memory (206) are used by 
computer (202) in executing software of the present invention." According to paragraphs [0103]- 
[0105], "[t]he disk (738) is coupled to the HTML/JavaScript content (740) by an arrow pointing to 
the HTML/JavaScript content (740)," "[t]he HTML/JavaScript content (740) is coupled to the 
Application programming interface (API) (742) by an arrow pointing to the Application 
programming interface (API) (742)," and "[i]n operation, the embedded web browser (410) 
receives HTML/JavaScript content from disk (738) which is displayed by presentation engine 
(612)." However, it is not seen where these portions of Lamkin 729 or any other portion of 
Lamkin 729 disclose or suggest that the memory 206 operates as a buffer which buffers the 
HTML/Javascript content 740 , such that Lamkin 729 does not disclose or suggest "a buffer 
which buffers the markup document" as recited in claim 1. 

It is submitted that Lamkin 729 does not disclose or suggest "a buffer manager which 
manages the buffer to preload the markup document and informs the content decoder of 
whether preloading of the markup document is completed" as recited in claim 1. The Examiner 
considers the embedded web browser 410 in FIGS. 4, 6, and 7 of Lamkin 729 and the 
Interactual API 742 in FIG. 7 of Lamkin 729 to provide this feature of claim 1 . 

The embedded web browser 410 is referred to in numerous paragraphs of Lamkin 729 
beginning with paragraph [0045]. The most relevant paragraphs with respect to this feature of 
claim 1 appear to be paragraphs [0080], [0083], and [0105], which read as follows: 

[0080] The embedded web browser (410) is responsible for 
displaying the HTML content authored on InterActual-compatible 
disks, stored locally on device (602), or served from a remote 
server location. The embedded web browser (410) also supports 
concurrent playback of video and audio while presenting the HTML 
page. 



[0083] The presentation engine (612) of the embedded web 
browser (410) parses the HTML instructions for controlling the 
media playback, generates any graphic portions of the display, 
positions a video window when it exists, and also interfaces 
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directly with the underlying DVD Navigator. InterActual-specific 
instructions are interpreted by the presentation engine (612) and 
passed to a DVD abstraction layer, which can be part of the 
embedded browser or developed by the DVD navigator 
manufacturer. This layer serves as an abstraction that makes it 
possible to map the browser into a DVD player-specific DVD 
navigator developed either by the semiconductor manufacturer or 
the player manufacturer. Of course, the DVD Navigator interfaces 
with the underlying video and audio decoders. 



[0105] In operation, the embedded web browser (410) receives 
HTML/JavaScript content from disk (738) which is displayed by 
presentation engine (612). The embedded web browser (410) 
originates commands (as a result of user interaction which can be 
via the remote in set-top systems, the keyboard or mouse in 
computing systems, the game interface in gaming systems, etc.), 
which are sent to the command handler (702) by way of the 
command API. The embedded web browser (410) also receives 
commands from the command handler (702) by way of the 
command API. An example of such a command is 
InterActual.FullScreen(w). The embedded web browser (410) also 
receives cookies from the cookie manager (708) via the cookie 
API, generally in response to the accessing of an Internet website. 
The embedded web browser (410) also receives events 
(notifications) each of which is a notification that a respective 
defined event (generally related to media playback) has occurred. 
These events are generated by the event generator (706) and sent 
via the event API. The embedded web browser (410) also queries 
properties from the properties handler (704) via the properties API. 
Properties are received in response to inquiries generated by the 
embedded web browser (410). 

The Interactual API 742 is referred to by reference numeral only in paragraphs [0092] 
and [0104] of Lamkin 729 which do not provide any details of how the Interactual API 742 
operates. 

However, it is not seen where paragraphs [0080], [0083], [0092], [0104], and [0105] of 
Lamkin 729 referred to above or any other portion of Lamkin 729 disclose or suggest that the 
embedded web browser 41 0 and the Interactual API 742 (which the Examiner considers to be a 
"buffer manager") manage the memory 206 in FIG. 2 of Lamkin 729 (which the Examiner 
considers to be a "buffer") to preload the HTML/JavaScript content 740 in FIG. 7 (which the 
Examiner considers to be a "markup document") and inform the elements 410, 426, 710, 726, 
736, 742 in FIGS. 4, 6, and 7 of Lamkin 729 (which the Examiner considers to be a "content 
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decoder") of whether preloading of the markup document is completed , such that Lamkin 729 
does not disclose or suggest "a buffer manager which manages the buffer to preload the markup 
document and informs the content decoder of whether preloading of the markup document is 
completed" as recited in claim 1, particularly since the terms "preload," "preloading," "preloaded," 
and "preloads" appear in Lamkin 729 only in claims 1, 4, 5, 14-19, 21-23, 25-28, 31, and 33 of 
Lamkin 729 that were copied from the present application and Application No. 10/686,521 
having the same inventors as the present application and have a filing date of July 12, 2005, in 
Lamkin 729 . 

With respect to dependent claims 2-9, the Examiner merely states"[s]ee further 
descriptions of figures 6-7 and the accompanying description section." 

However, it is submitted that FIGS. 6 and 7 of Lamkin 729 and the description of these 
FIGS. 6 and 7 in paragraphs [0076]-[0120] of Lamkin 729 do not disclose or suggest the feature 
"wherein the buffer manager informs the content decoder of whether the preloading of the 
markup document is completed utilizing an application program interface (API)" recited in claim 
2, or the feature "wherein the buffer manager preloads the markup document into the buffer in 
response to a fetch signal" recited in claim 3, or the features "a content decoder which interprets 
the markup document and outputs the fetch signal" and "wherein the buffer manager informs the 
content decoder of whether a command to preload the markup document, included in the fetch 
signal, has been successfully received" recited in claim 4, or the feature "wherein the content 
decoder generates the fetch signal using an API" recited in clam 5, or the feature "wherein the 
buffer manager informs the content decoder of whether the command has been successfully 
received using the API" recited in claim 6, or the feature "a content decoder which interprets the 
markup document, wherein the content decoder checks whether preloading of the markup 
document is completed using an API" recited in claim 7, or the feature "wherein the API is an 
[obj].allDone API" recited in claim 8, or the feature "wherein the [obj].allDone API returns a value 
of true to the content decoder where the preloading of the markup document is completed and 
returns a value of false to the content decoder where the preloading of the markup document is 
not completed" recited in claim 9. 

With respect to the feature "a/the fetch signal" recited in claims 3-5 and the feature 
"an/the [obj].allDone API" recited in claims 8 and 9, it is noted that the terms "fetch signal" and 
"[objJ.allDone API" appear in Lamkin 729 only in claims 27-29, 32, and 33 of Lamkin 729 that 
were copied from the present application and have a filing date of July 12, 2005, in Lamkin 729 . 
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Arguments substantially the same as the arguments presented above were also 
presented on pages 15-19 of the Request for Reconsideration After Final Rejection of February 
28, 2007. However, the Examiner did not take note of these arguments and answer the 
substance of them in the Advisory Action of March 8, 2007, or the Office Action of May 17, 
2007, as required by MPEP 707.07(f). 

On pages 17 and 18 of the Office Action of May 17, 2007, the Examiner states as 

follows: 

c. On page 4, first paragraph-fourth paragraph, the 
applicant augured [sic: argued] that the "language of the 
copied claims perse cannot be used as a reference 
against the present applicant". The examiner disagrees 
with applicant's argument. The Lamkin et al. (729) has an 
effective filing date of August 21 , 2001 or earlier (e.g., 
CIPs). Most importantly, applicant failed to provide any 
evidences or demonstration that the copied claims 25-33 
are not supported/part of the Lamkin et al. teachings. The 
examiner has clearly rejected the present claims with 
Lamkin reference which clearly has an earlier effective 
filing date and the teachings of the present claims; this 
meets the statute under 35 USC 102(e)/1 03(a). The 
applicant should carefully read the entire teachings of 
Lamkin and provide the proofs & evidences as to why the 
Lamkin reference cannot be used in the art rejection. 

For the above reasons, in response to the applicant's arguments, 
the examiner added/modified the art rejection without changing the 
thrust of the rejection as follows. 

However, the above comments by the Examiner are taken from pages 9 and 10 of the 
Final Office Action of December 4, 2006 , and are responsive to the arguments on page 4 of the 
Response of September 20, 2006 . The arguments on page 4 of the Response of September 
20, 2006, were not repeated in the Request for Reconsideration After Final Rejection of 
February 28, 2007, such that it is not understood why the Examiner repeated his comments from 
the Final Office Action of December 4, 2006, in the Office Action of May 17, 2007. 

Furthermore, contrary to the Examiner's assertion in the repeated comments, the 
applicants did in fact provide arguments on pages 15-19 of the Request for Reconsideration 
After Final Rejection of February 28, 2007, pointing out that copied claims 25-33 of Lamkin 729 
are not supported by the specification and drawings of Lamkin '729. 
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Furthermore, contrary to the Examiner's assertion that "the examiner added/modified the 
art rejection without changing the thrust of the rejection as follows," the explanation of the 
rejection of claims 1-9 over Lamkin 729 on pages 17-19 of the Office Action of May 17, 2006, is 
identical to the explanation of the rejection of claims 1-9 over Lamkin 729 on pages 10-12 of the 
Final Office Action of December 4, 2006. 

The Examiner's position appears to be that since Lamkin 729 was filed as a continuation 
of Application No. 09/935,756 filed on August 21, 2001, then copied claims 25-33 of Lamkin 729 
are automatically entitled to the filing date of August 21 , 2001 , of the parent application. 
However, it is submitted that this is not in fact the case. The Examiner's attention is directed to 
MPEP 201 .11 (l)(B) on MPEP page 200-59, which provides as follows in pertinent part (emphasis 
by underlining added): 

The disclosure of a continuation application must be the 
same as the disclosure of the prior-filed application. See MPEP § 
201 .07. The disclosure of a divisional application must be the 
same as the disclosure of the prior-filed application, or include at 
least that portion of the disclosure of the prior-filed application that 
is germane to the invention claimed in the divisional application. 
See MPEP § 201 .06. The disclosure of a continuation or divisional 
application cannot include anything which would constitute new 
matter if inserted in the prior-filed application . A continuation-in- 
part application may include matter not disclosed in the prior-filed 
application . See MPEP § 201.08. Only the claims of the 
continuation-in-part application that are disclosed in the manner 
provided by the first paragraph of 35 U.S.C. 112 in the prior-filed 
application are entitled to the benefit of the filing date of the prior- 
filed application. If there is a continuous chain of copending 
nonprovisional applications, each copending application must 
disclose the claimed invention of the later-filed application in the 
manner provided by the first paragraph of 35 U.S.C. 112, in order 
for the later-filed application to be entitled to the benefit of the 
earliest filing date. 

Under 35 U.S.C. 120, a claim in a U.S. application is 
entitled to the benefit of the filing date of an earlier filed U.S. 
application if the subject matter of the claim is disclosed in the 
manner provided by 35 U.S.C. 112, first paragraph, in the earlier 
filed application . See, e.g., Tronzo v. Biomet, /nc, 156 F.3d 1154, 
47 USPQ2d 1829 (Fed. Cir. 1998); In re Scheiber, 587 F.2d 59, 
1 99 USPQ 782 (CCPA 1 978). A claim in a subsequently filed 
application that relies on a combination of prior applications may 
not be entitled to the benefit of an earlier filing date under 35 
U.S.C. 120 since 35 U.S.C. 120 requires that the earlier filed 
application contain a disclosure which complies with 35 U.S.C. 
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112, first paragraph for each claim in the subsequently filed 
application. Studiengesellschaft Kohle m.b.H. v. Shell Oil Co., 112 
F.3d 1561, 1564, 42 USPQ2d 1674, 1677 (Fed. Cir. 1997). 

Thus, if a continuing application that purports to be a continuation application includes 
something that would constitute new matte r if inserted in the parent application, then the alleged 
continuing application is in fact a continuation-in-part application. Here, it is submitted that 
copied claims 25-33 of the child Lamkin 729, which are identical to claims 1-9 of the present 
application, would constitute new matter if inserted in the parent Lamkin '144 because there is 
no support in the parent Lamkin '144 for copied claims 25-33 of the child Lamkin 729 for at least 
the same reasons discussed above that the specification and drawings of the child Lamkin 729 
do not disclose or suggest the features of claims 1-9 of the present application. 

The Examiner's attention is directed to MPEP 201.06(c)(lll) on MPEP page 200-25, 
which provides as follows in pertinent part (emphasis by underlining added): 

Where a copy of the oath or declaration from a prior 
application was filed in a continuation or divisional application, if 
the examiner determines that new matter is present relative to the 
prior application, the examiner should so notify the applicant in the 
next Office action (preferably the first Office action). The examiner 
should require : (A) a new oath or declaration along with the 
surcharge set forth in 37 CFR 1.16(f); and (B) that the application 
be redesignated as a continuation-in-part . 

Here, a copy of the declaration from the parent Lamkin '144 was filed in the child Lamkin 
729. Since claims 25-33 of the child Lamkin 729 are new matter relative to the parent Lamkin 
'144 for the reasons discussed above, it is submitted that the Examiner of the child Lamkin 729 
will be required to require the applicants of the child Lamkin 729 to redesignate the child Lamkin 
729 as a continuation-in-part application. It is noted that the child Lamkin 729 has not yet been 
assigned to an Examiner. 

Furthermore, it is submitted that the burden is on the Examiner of the present application , 
who is relying on Lamkin 729 as a reference against claims 1-9 of the present application, to 
determine whether copied claims 25-33, which are identical to claims 1-9 of the present 
application, are in fact entitled to the filing date of August 21 , 2001 , of the parent Lamkin f 144 
pursuant to MPEP 706.02(V) on MPEP page 700-23, which provides as follows in pertinent part 
(emphasis by underlining added): 
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The effective filing date of a U.S. application may be 
determined as follows: 

(B) If the application is a continuation-in-part of an earlier 
U.S. application or international application, any claims in the new 
application not supported by the specification and claims of the 
parent application have an effective filing date equal to the filing 
date of the new application . Any claims which are fully supported 
under 35 U.S.C. 112 by the earlier parent application have the 
effective filing date of that earlier parent application. 

Here, since copied claims 25-33 of the child Lamkin 729 are not supported by the 
specification and claims of the parent Lamkin '144 for the reasons discussed above, copied 
claims 25-33 of the child Lamkin 729 have an effective filing date equal to the filing date of the 
child Lamkin 729, i.e., July 12, 2005 , which is after the filing date of October 16, 2003 . of the 
present application, such that copied claims 25-33 of the child Lamkin 729 cannot be used as a 
reference against claims 1-9 of the present application. Should the Examiner disagree, it is 
respectfully requested that the Examiner explain in detail why he considers copied claims 25-33 
of the child Lamkin 729 to be supported by the specification and claims of the parent Lamkin 
'144 in light of the detailed arguments presented above in which the applicants pointed out why 
claims 1-9 of the present application, which are identical to copied claims 25-33 of the child 
Lamkin 729, are not disclosed or suggested by the specification and drawings of the child 
Lamkin 729. 

For at least the foregoing reasons, it is respectfully requested that the rejection of claims 
1-9 under 35 USC 102(e) as anticipated by or, in the alternative, under USC 103(a) as obvious 
over Lamkin 729 be withdrawn . 

Double Patenting Rejections 

The Examiner Has Set Forth Two Different Obviousness-Type Double Patenting Rejections 
Based on U.S. Patent Application Publication No. 2003/0049017 

On pages 2-4 and 13-15 of the Office Action of May 17, 2007, the Examiner has set forth 
two different rejections in which the Examiner has provisionally rejected claims 1-9 under the 
judicially created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-55 of U.S. Patent Application Publication No. 2003/0049017, which is a publication of 
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copending Application No. 10/170,419. However, the explanations of the two rejections are 
different . In the explanation of the first rejection, the Examiner relies only on claims 17, 29, and 
30 of the '017 publication, rather than on claims 1-55 as indicated in the statement of the first 
rejection, while in the explanation of the second rejection, the Examiner relies only on claims 5,. 
7, 8, 17, 26, 29, and 30 of the '017 publication, rather than on claims 1-55 as indicated in the 
statement of the second rejection. It is not understood how both rejections can be correct, or 
why two rejections are necessary, and accordingly it is presumed that one of the rejections was 
included by mistake in the Office Action of May 17, 2007. In any event, the inclusion of two 
different rejections with two different explanations has made it impossible for the applicants to 
respond to the rejections without speculating about which rejection the Examiner actually 
intended to make. 

The Examiner's Explanations of the Obviousness-Type Double Patenting Rejections Do Not 
Comply with the Requirements of MPEP 804(II)(B)(1) 

The Examiner has set forth seven provisional obviousness-type double patenting 
rejections in which the Examiner has provisionally rejected claims 1-9 of the present application 
over various claims of U.S. Patent Application Publication Nos. 2003/0049017 (two different 
rejections), 2004/0139394, 2004/0139395, 2004/0141716 (incorrectly listed as 2004/014716 by 
the Examiner), 2004/0143853, and 2004/0247292. However, it is submitted that none of the 
Examiner's explanations of these rejections complies with the requirements of an obviousness- 
type double patenting rejection set forth in MPEP 804(II)(B)(1) , which provides as follows in 
pertinent part on MPEP pages 800-21 and 800-22: 

Since the analysis employed in an obviousness-type 
double patenting determination parallels the guidelines for a 35 
U.S.C. 103(a) rejection, the factual inquiries set forth in Graham v. 
John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), that are 
applied for establishing a background for determining obviousness 
under 35 U.S.C. 103 are employed when making an obvious-type 
double patenting analysis. These factual inquiries are summarized 
as follows: 

(A) Determine the scope and content of a patent claim 
relative to a claim in the application at issue; 

(B) Determine the differences between the scope and 
content of the patent claim as determined in (A) and the claim in 
the application at issue; 



18 



Application No. 10/685,694 



(C) Determine the level of ordinary skill in the pertinent art; 

and 

(D) Evaluate any objective indicia of nonobviousness. 

The conclusion of obviousness-type double patenting is 
made in light of these factual determinations. Any obviousness- 
type double patenting rejection should make clear: 

(A) The differences between the inventions defined by the 
conflicting claims — a claim in the patent compared to a claim in 
the application; and 

(B) The reasons why a person of ordinary skill in the art 
would conclude that the invention defined in the claim at issue is 
anticipated by, or would have been an obvious variation of, the 
invention defined in a claim in the patent. 

For example, with respect to the provisional obviousness-type double patenting rejection 
of claims 1-9 over claims 1-55 of the '017 publication on pages 2-4 of the Office Action of May 
17, 2007, it is noted that claims 1, 2, 4-7, and 9 of the present application recite "a/the content 
decoder" However, the term "content decoder" does not appear in the '017 publication, such 
that the '017 publication does not disclose this feature of claims 1, 2, 4-7, and 9. 

Also, claims 1-4 and 6 of the present application recite "a/the buffer manager." However, 
the terms "buffer manager" and "manager" do not appear in the '017 publication, such that the 
'017 publication does not disclose this feature of claims 1-4 and 6. 

Also, claims 3-5 of the present application recite "a/the fetch signal." However, the terms 
"fetch signal" and "fetch" do not appear in the '017 publication, such that the '017 publication 
does not disclose this feature of claims 3-5. 

Also, claims 8 and 9 of the present application recite "an/the [obj].allDone API." 
However, the term "[objJ.allDone API " does not appear in the '017 publication, such that the '017 
publication does not disclose this feature of claims 8 and 9. 

In explaining the rejection of claim 1 , the Examiner compares the feature "a buffer 
manager which manages the buffer to preload the markup document" recited in claim 1 of the 
present application to the feature "[a] memory storing a preload file relating a content of the 
markup language document" recited in claim 29 of the '017 publication, and compares the 
feature "[a buffer manager which] informs the content decoder of whether preloading of the 
markup document is completed" recited in claim 1 of the present application to the feature 
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"reading the preload file to be preloaded from the memory and ...outputted by the AV decoder" 
recited in claim 29 of the '017 publication. 

In explaining why claims 1-9 of the present application would have been obvious over 
claims 17, 29, and 30 of the '017 publication, the Examiner states as follows on pages 3 and 4 of 
the Office Action of May 17, 2007: 

The difference between the claimed invention and the 
teachings of the (017) reference is that the (017) does not 
expressly disclose a specific interaction intermediate details 
between buffer manager and content decoder of the completion 
notification; however such difference in limitation is an obvious 
characteristics of the (017) reference. This is because the (017) 
reference teaches the overall substantial identical 
result/consequence of the intermediate details. As can be seen 
from the teachings of (017) reference, claims (29 and 17), the 
reference clearly supports the AV decoder that utilizes the already 
stored data in the buffer/cache memory (see claims 29-30). This 
means that there is a clear functional obvious communication 
between the buffer/cache memory and the decoder. Therefore, it 
would have been obvious at the time the invention was made to 
one having ordinary skill in the art to come up with the claimed 
invention from the teachings of the (017), since the (017) reference 
teaches the substantially identical/equivalent teachings for 
performing the substantially identical results. 

However, this explanation of the rejection does not make clear why one of ordinary skill in 
the art would conclude that the invention defined in claim 1 of the present application, which 
recites "a buffer manager which manages the buffer to preload the markup document and 
informs the content decoder of whether preloading of the markup document is completed," is 
anticipated by, or would have been an obvious variation of , the invention defined in claim 29 of 
the '017 publication, which recites "a memory storing a preload file relating a content of the 
markup language document" and "reading the preload file to be preloaded from the memory and 
...outputted by the AV decoder" as required by MPEP 804(II)(B)(1) referred to above, or why one 
of ordinary skill in the art would conclude that the features of claims 1-9 discussed above that 
are not disclosed in the '017 publication would have been an obvious variation of the invention 
defined in claims 17, 29, and 30 of the '017 publication. 

It is submitted that the Examiner's statement that "it would have been obvious at the time 
the invention was made to one having ordinary skill in the art to come up with the claimed 
invention from the teachings of the (017), since the (017) reference teaches the substantially 
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identical/equivalent teachings for performing the substantially identical results" is merely a 
conclusory statement that clearly does not meet the requirements of MPEP 804(II)(B)(1), and 
furthermore appears to rely on the disclosure of the '017 publication as prior art , a practice which 
is impermissible pursuant to MPEP 804(II)(B)(1), which provides as follows in pertinent part on 
MPEP page 800-22 (emphasis by underlining added): 

When considering whether the invention defined in a claim 
of an application would have been an obvious variation of the 
invention defined in the claim of a patent, the disclosure of the 
patent may not be used as prior art . General Foods Corp. v. 
Studiengesellschaft Kohle mbH, 972 F.2d 1272, 1279, 23 USPQ2d 
1839,1846 (Fed. Cir. 1992). 

Furthermore, it is submitted that the other six provisional obviousness-type double 
patenting rejections on pages 4-16 of the Office Action have the same type of deficiencies 
discussed above . 

For at least the foregoing reasons, it is submitted that the Examiner has not established a 
prima facie case of obviousness-type double patenting with respect to the seven provisional 
obviousness-type double patenting rejections on pages 2-16 of the Office Action of May 17, 
2007. 

Amending the Claims or Filing a Terminal Disclaimer Would Be Premature 

The claims of the six U.S. patent application publications relied on by the Examiner in the 
seven provisional obviousness-type double patenting rejections have not actually been patented . 
In light of this, it is submitted that it would be premature for the applicants to amend the claims 
of the present application or file a terminal disclaimer in response to the provisional 
obviousness-type double patenting rejections because it is impossible to know what will actually 
be recited in the claims of the six U.S. patent application publications after the claims have been 
patented . Accordingly, it is respectfully requested that the provisional obviousness-type double 
patenting rejections be held in abeyance until the applications corresponding to the six U.S. 
patent application publications have issued as a patents . 
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Rejection 1 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-55 of U.S. Patent 
Application Publication No. 2003/0049017, which is a publication of copending Application No. 
10/170,419. However, in the explanation of the rejection, the Examiner relies only on claims 17, 
29, and 30 of the '017 publication. This rejection is respectfully traversed. 

It is submitted that the Examiner has not established a prima facie case of obviousness- 
type double patenting with respect to this rejection for at least the reasons discussed above. 

Furthermore, Examiner Daquan Zhao of Art Unit 2621 issued an Office Action on January 
12, 2007, in copending Application No. 10/170,419, which was published as the '017 publication 
relied on by the Examiner in this rejection. That Office Action does not include any provisional 
obviousness-type double patenting rejection of any of claims 1-55 of copending Application No. 
10/170,419 over any of claims 1-9 of the present application, although nothing in the image file 
wrapper indicates that Examiner Zhao has considered the present application. Nevertheless, in 
the absence of such a rejection in copending Application No. 10/170,419, it is submitted that 
claims 1-9 of the present application are patentable over claims 1-55 of the '017 publication. 

For at least the foregoing reasons, it is respectfully requested that this first provisional 
obviousness-type double patenting rejection be withdrawn . 

Rejection 2 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-24 of U.S. Patent 
Application Publication No. 2004/0139394, which is a publication of copending Application No. 
10/686,521. However, in the explanation of the rejection, the Examiner relies only on claims 1-9, 
11 14, 15, and 22 of the '394 publication. This rejection is respectfully traversed. 

It is submitted that the Examiner has not established a prima facie case of obviousness- 
type double patenting with respect to this rejection for at least the reasons discussed above. 

Furthermore, Examiner Nathan E. Price of Art Unit 2194 issued an Office Action on June 
6, 2007, in copending Application No. 10/686,521, which was published as the '394 publication 
relied on by the Examiner in this rejection. That Office Action includes a provisional 
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obviousness-type double patenting rejection of claim 1 of copending Application No. 10/686,521 
over claims 7-9 of the present application. However, that Office Action does not include any 
provisional obviousness-type double patenting rejection of any of claims 1-24 of copending 
Application No. 10/686,521 over any of claims 1-6 of the present application. Accordingly, 
absent such a rejection in copending Application No. 10/686,521 , it is submitted that claims 1-6 
of the present application are patentable over claims 1-24 of the '394 publication. 

For at least the foregoing reasons, it is respectfully requested that this second provisional 
obviousness-type double patenting rejection be withdrawn . 

Rejection 3 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 2-4 and/or 6-7 of U.S. 
Patent Application Publication No. 2004/0139395, which is a publication of copending 
Application No. 10/686,537. However, in the explanation of the rejection, the Examiner relies on 
claims 1£7 of the '395 publication. This rejection is respectfully traversed. 

It is submitted that the Examiner has not established a prima facie case of obviousness- 
type double patenting with respect to this rejection for at least the reasons discussed above. 

Furthermore, Examiner Nathan E. Price of Art Unit 2194 issued an Office Action on June 
5, 2007, in copending Application No. 10/686,537, which was published as the '395 publication 
relied on by the Examiner in this rejection. That Office Action includes a provisional 
obviousness-type double patenting rejection of claim 1 of copending Application No. 10/686,537 
over claim 1 of the present application. However, that Office Action does not include any 
provisional obviousness-type double patenting rejection of any of claims 1-7 of copending 
Application No. 10/686,537 over any of claims 2-9 of the present application. Accordingly, 
absent such a rejection in copending Application No. 10/686,537, it is submitted that claims 2-9 
of the present application are patentable over claims 1-7 of the '395 publication. 

For at least the foregoing reasons, it is respectfully requested that this third provisional 
obviousness-type double patenting rejection be withdrawn . 
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Rejection 4 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-24 of U.S. Patent 
Application Publication No. 2004/0141716 (incorrectly listed as 2004/014716 by the Examiner), 
which is a publication of copending Application No. 10/685,699. However, the 716 publication 
contains only claims 1-11 and in the explanation of the rejection, the Examiner relies only on 
claims 1-3, 5, 6, 8, 10, and 11 of the 716 publication. This rejection is respectfully traversed. 

It is submitted that the Examiner has not established a prima facie case of obviousness- 
type double patenting with respect to this rejection for at least the reasons discussed above, and 
it is respectfully requested that this fourth provisional obviousness-type double patenting 
rejection be withdrawn . 

Rejection 5 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-20 of U.S. Patent 
Application Publication No. 2004/0143853, which is a publication of copending Application No. 
1 0/685,697. However, in the explanation of the rejection, the Examiner relies only on claims 5^ 
7, 8, 11 14, 16, and 18 of the '853 publication. This rejection is respectfully traversed. 

It is submitted that the Examiner has not established a prima facie case of obviousness- 
type double patenting with respect to this rejection for at least the reasons discussed above, and 
it is respectfully requested that this fifth provisional obviousness-type double patenting rejection 
be withdrawn . 

Rejection 6 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-55 of U.S. Patent 
Application Publication No. 2003/0049017, which is a publication of copending Application No. 
10/170,419. However, in the explanation of the rejection, the Examiner relies only on claims 5, 
7, 8, 17, 26, 29, and 30 of the '017 publication. This rejection is respectfully traversed. 



24 



Application No. 10/685,694 



It is submitted that the Examiner has not established a prima facie case of obviousness- 
type double patenting with respect to this rejection for at least the reasons discussed above, and 
it is respectfully requested that this sixth provisional obviousness-type double patenting rejection 
be withdrawn . 

Rejection 7 

Claims 1-9 have been provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-18 of U.S. Patent 
Application Publication No. 2004/0247292, which is a publication of copending Application No. 
10/797,055. However, in the explanation of the rejection, the Examiner relies only on claims 1 
and 2 of the '292 publication. This rejection is respectfully traversed. 

It is submitted that the Examiner has not established a prima facie case of obviousness- 
type double patenting with respect to this rejection for at least the reasons discussed above, and 
it is respectfully requested that this seventh provisional obviousness-type double patenting 
rejection be withdrawn . 

Patentability of New Claims 10-20 

New independent claim 10 is a revised version of independent claim 1 that recites 
additional features, i.e., "a reader which reads a preload-list file before the reproducing of the AV 
data begins," and "a buffer manager which manages the buffer to preload the markup document 
based on contents of the preload-list file before the reproducing of the AV data begins , and 
informs the content decoder of whether preloading of the markup document is completed." 

New dependent claims 11-18 respectively correspond to dependent claims 2-9, with 
punctuation changes being made to claims 13 and 16 respectively corresponding to claims 4 
and 7. 

New dependent claims 19 and 20 recite additional features. 

It is submitted that Lamkin 729 and the claims of U.S. Patent Application Publication 
Nos. 2003/0049017, 2004/0139394, 2004/0139395, 2004/0141716, 2004/0143853, and 
2004/0247292 relied on by the Examiner do not disclose or suggest "a reader which reads a 
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preload-list file before the reproducing of the AV data begins" and "a buffer manager which 
manages the buffer to preload the markup document based on contents of the preload-list file 
before the reproducing of the AV data begins , and informs the content decoder of whether 
preloading of the markup document is completed" as recited in new claim 10, or the feature 
"wherein the preload-list file contains information identifying at least one markup document that 
is to be preloaded into the buffer under the control of the buffer manager before the reproducing 
of the AV data begins" recited in new claim 19, or the feature "wherein the reader reads the 
preload-list file from an information storage medium" recited in new claim 20. 

For at least the foregoing reasons, it is submitted that new claims 10-20 (i.e., claims 10, 
19, and 20 discussed above and claims 11-18 depending from claim 10) are patentable over 
Lamkin 729 and U.S. Patent Application Publication Nos. 2003/0049017, 2004/0139394, 
2004/0139395, 2004/0141716, 2004/0143853, and 2004/0247292, and it is respectfully 
requested that new claims 10-20 be allowed . 

Conclusion 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this paper, please charge the 
same to our Deposit Account No. 503333. 



Respectfully submitted, 
STEIN, MCEWEN & BUI, LLP 



Date: 




Registration No. 37,240 

1400 Eye St., NW 
Suite 300 

Washington, D.C. 20005 
Telephone: (202)216-9505 
Facsimile: (202)216-9510 
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